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Remarks 

This paper is responsive to the Final Office Action dated December 4, 2006. Applicants 
disagree with the objections, rejections, and assertions presented in the December 4, 2006 Final 
Office Action. 

Dependent claim 22 has been incorporated into the independent claims (claims 1, 7, 13, 
16) to further clarify the independent claims. Claim 22 is canceled. Applicants assert that the 
now pending claims are allowable and respectfully requests reconsideration and withdrawal of all 
the pending objections and rejections. Claims 1-4, 7-10, 13, 15-19, and 23-28 are now pending. 

Provisional Double Patenting Rejection 

Claims 1-4, 7-10, 15-19, 22-28 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-13, 15-27, 29- 
41 and 43-46 of copending Application Serial No. 10/746,829 in view of Meyer et al., (US 
4,092,441) or Jacobs (US 6,569,520). To date, the undersigned has not received a Notice of 
Allowance for application having Application Serial No. 10/746,829. Therefore, a further 
response to this provisional rejection is not necessary at this time. 

§ 103 Rejection (Sloan/SIiwinski) 

Claims 1-4, 7-10, 15-19, and 22-28 stand rejected under 35 USC § 103(a) as being 
unpatentable over U.S. Patent Number 3,479,201 to Sloan ("Sloan") in view of U.S. Patent 
Number 6,454,848 to Sliwinski et al., ("Sliwinski"). Applicants disagree. 

According to MPEP § 2142, three basic criteria must be met in order to establish a prima 
facie case of obviousness. First, the prior art reference (or references when combined) must 
teach or suggest all of the elements of the rejected claims. Second, there must be some 
suggestion or motivation, either in the references themselves, or in the knowledge generally 
available to one of ordinary skill in the art, to modify the reference or to combine reference 
teachings. Third, there must be a reasonable expectation of success. The teaching or suggestion 
to make the claimed combination and the reasonable expectation of success must both be found 
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in the prior art, not in applicant's disclosure. In re Vaeck, 947 F.2d 488 (Fed. Cir. 1991). 
Applicant respectfully submits that a prima facie case of obviousness has not been established. 

To establish prima facie obviousness of a claimed invention all the claim limitations must 
be taught or suggested by the prior art. See MPEP 2143.03 citing In re Royka, 490 F.2d 981, 180 
(CCPA 1974). The cited references fail to disclose or suggest at least one element of 
independent claims 1, 7, 13, 16. 

None of the cited references disclose or suggest a discontinuous second reflective 
coating having the claimed radiation reflectivity values. 

The office action asserts that variation in the pigment color and degree of coverage of the 
outer layer is taken as being within the ordinary skill in the art depending on the desired color. 
Applicants challenge this factual assertion as not properly officially noticed or not properly based 
on common knowledge and requests support for this finding with adequate evidence as 
prescribed MPEP 2144.03(C). There is no evidence in the record that a discontinuous second 
reflective coating would have the claimed radiation reflectivity values. In fact, Sloan appears to 
teach away from a discontinuous second reflective coating. 

Sloan apparently teaches that when certain heat reactive materials are properly combined, 
they will produce an insoluble color coating with substantially reduced porosity at firing 
temperatures from about 500 to 700 degrees Fahrenheit. See Col. 2, lines 49-54. Sloan states 
that the presence of calcium carbonate in the precoating reacts with the alkali silicate of the outer 
coating to produce granules that are non-porous and thus stain resistant. See Col. 3, lines 1-15. 
Sloan further states that the presence of calcium carbonate in the outer coating tends to increase 
the porosity of the outer coating - thus reducing stain resistance. See Col. 3, lines 5-10. Thus, a 
discontinuous outer coating revels the calcium carbonate precoating and increases the porosity of 
the granule at the discontinuous voids. Applicants assert that this evidence steers one of skill in 
the art to avoid discontinuous outer coatings. 

To establish prima facie obviousness of a claimed invention there must be some 
suggestion or motivation, either in the references themselves, or in the knowledge generally 
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available to one of ordinary skill in the art, to modify the reference or to combine reference 
teachings. See MPEP 2143.01 citing In re Rouffet, 149 F.3d 1350, 1357 (Fed. Cir. 1998). The 
level of skill in the art cannot be relied upon to provide the suggestion to combine references. 
See MPEP 2143.01 citing Al-Site Corp. v. VSI Int'l Inc., 174 F.3d 1308 (Fed. Cir. 1999). In 
determining the propriety of the Patent Office case for obviousness in the first instance, it is 
necessary to ascertain whether or not the reference teachings would appear to be sufficient for 
one of ordinary skill in the relevant art having the reference before him to make the proposed 
substitution, combination, or other modification. See MPEP 2143.01 citing In re Linter, 438 
F.2d 1013, 1016 (CCPA 1972). The mere fact that the references can be combined or modified 
does not render the resultant combination obvious unless the prior art also suggests the 
desirability of the combination. See MPEP 2143.01 citing In re Mills, 916 F.2d 680 (Fed. Cir. 
1990). A statement that the modifications of the prior art to meet the claimed invention would 
have been well within the ordinary skill in the art at the time of the claimed invention was made 
because the references relied upon teach that all the aspects of the claimed invention were 
individually known in the art is not sufficient to establish a prima facie case of obviousness 
without some objective reason to combine the teachings of the references. See MPEP 2143.01 
citing In re Kotzab, 217 F.3d 1365, 1371 (Fed. Cir. 2000). If the proposed modification would 
render the prior art invention being modified unsatisfactory for its intended purpose, then there is 
no suggestion or motivation to make the proposed modification. See MPEP 2143.01 citing In re 
Gordon, 733 F.2d 900 (Fed. Cir. 1984). Applicants assert that there is no motivation to either 
combine the cited references or modify the cited references to arrive at the claimed invention. 

The office action asserts that Sloan teaches a way to prevent staining of granules and is 
therefore combinable with Sliwinski. Applicants assert that modifying the references to provide 
a discontinuous second coat would render Slone's granules unsatisfactory for its intended stain 
resistant purpose. 

As described above, Sloan appears to teach away from a discontinuous second reflective 
coating. Sloan apparently teaches that when certain heat reactive materials are properly 
combined, they will produce an insoluble color coating with substantially reduced porosity at 
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firing temperatures from about 500 to 700 degrees Fahrenheit. See Col. 2, lines 49-54. Sloan 
states that the presence of calcium carbonate in the precoating reacts with the alkali silicate of the 
outer coating to produce granules that are non-porous and thus stain resistant. See Col. 3, lines 
1-15. Sloan further states that the presence of calcium carbonate in the outer coating tends to 
increase the porosity of the outer coating - thus reducing stain resistance. See Col. 3, lines 5-10. 
Thus, a discontinuous outer coating revels the calcium carbonate precoating and increases the 
porosity of the granule at the discontinuous voids. Applicants assert that this evidence steers one 
of skill in the art to avoid discontinuous outer coatings. 

In addition, a statement that the modifications of the prior art to meet the claimed 
discontinuous second IR reflective layer would have been well within the ordinary skill in the art 
at the time of the claimed invention was made because the references relied upon teach that all 
the aspects of the claimed invention were individually known in the art is not sufficient to 
establish a prima facie case of obviousness without some objective reason to combine the 
teachings of the references. There is no evidence in the record that a discontinuous second 
reflective coating would have the claimed radiation reflectivity values. Thus, there is no 
suggestion or motivation, either in the references, or in the knowledge generally available to one 
of ordinary skill in the art, to modify or combine the references as suggested by the Examiner 

To establish prima facie obviousness of a claimed invention there must be a reasonable 
expectation of success. The teaching or suggestion to make the claimed combination and the 
reasonable expectation of success must both be found in the prior art, not in applicant's 
disclosure. See MPEP 2143.02 citing In re Vaeck, 947 F.2d 488 (Fed. Cir. 1991). 

The office action provides no evidence of a reasonable expectation of success. 
Applicants assert that there is no reasonable expectation of success that a discontinuous second 
reflective layer would have the claimed radiation reflectivity values or provide stain resistance. 

Sloan apparently teaches that when certain heat reactive materials are properly combined, 
they will produce an insoluble color coating with substantially reduced porosity at firing 
temperatures from about 500 to 700 degrees Fahrenheit. See Col. 2, lines 49-54. Sloan states 
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that the presence of calcium carbonate in the precoating reacts with the alkali silicate of the outer 
coating to produce granules that are non-porous and thus stain resistant. See Col. 3, lines 1-15. 
Sloan further states that the presence of calcium carbonate in the outer coating tends to increase 
the porosity of the outer coating - thus reducing stain resistance. See Col. 3, lines 5-10. Thus, a 
discontinuous outer coating revels the calcium carbonate precoating and increases the porosity of 
the granule at the discontinuous voids. Applicants assert that this evidence steers one of skill in 
the art to avoid discontinuous outer coatings and that there is no evidence in the record that a 
discontinuous second reflective coating would have the claimed radiation reflectivity values. 

Accordingly, Applicants respectfully request favorable reconsideration of these 
rejections. 

§ 102 Rejection (Shiao) 

Claims 1-4, 7-10, 13, and 15-19 stand rejected under 35 USC § 102(e) as being 
anticipated by Shiao et al., US 2005/00721 14 ("Shiao"). Applicants disagree. 

To anticipate a claim, the prior art reference must teach every element of the claim. See 
MPEP § 2131 citing Verdegall Bros. v. Union Oil Co. of California, 814 F.2d 628, 631 (Fed. Cir. 
1987). The cited reference fails to disclose or suggest at least one element of independent claims 
1,7, 13, 16. 

The independent claims have been amended to include the limitations of dependent claim 
22. Claim 22 was not subject to this rejection. Therefore, this rejection is now moot in view of 
the amendment presented herein. Accordingly, Applicants respectfully request favorable 
reconsideration of these rejections. 

§ 103 Rejection (Shiao) 

Claims 22-28 stand rejected under 35 USC § 103(a) as being unpatentable over Shiao et 
al., US 2005/00721 14 ("Shiao"). Applicants disagree. 
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Applicants have previously provided a Rule 131 Declaration to antedate Shiao. Applicants 
assert that the Rule 131 Declaration provides sufficient evidence that the subject matter of these 
rejected claims were possessed by the Applicants prior to the date of Shiao. The pending claims are 
patentably distinct from the pending claims being appealed in Shiao. Reconsideration and 
withdrawal of the rejections is respectfully requested. 

In addition, to establish prima facie obviousness of a claimed invention all the claim 
limitations must be taught or suggested by the prior art. See MPEP 2143.03 citing In re Royka, 
490 F.2d 981, 180 (CCPA 1974). The cited reference fails to disclose or suggest at least one 
element of claims 22-28. 

The cited reference fails to disclose or suggest a discontinuous second reflective coating 
having the claimed radiation reflectivity values. 

The office action asserts that variation in the pigment color and degree of coverage of the 
outer layer is taken as being within the ordinary skill in the art depending on the desired color. 
Applicants challenge this factual assertion as not properly officially noticed or not properly based 
on common knowledge and requests support for this finding with adequate evidence as 
prescribed MPEP 2144.03(C). There is no evidence in the record that a discontinuous second 
reflective coating would have the claimed radiation reflectivity values. In fact, Shiao appears to 
teach away from a discontinuous second reflective coating. 

Shiao figures illustrate uniform coating layers. See Figures 1-4. Shiao also describes the 
second layer as being a uniform coating or providing uniform coverage over the base particles. 
Shiao states that binders and pigments are prepared to achieve a uniform coating. See paragraph 
32. Shiao describes that the IR reflective coating can be spray coated to achieve uniform 
coverage. See paragraph 33. Applicants assert that this evidence steers one of skill in the art to 
avoid discontinuous outer coatings. 

To establish prima facie obviousness of a claimed invention there must be some 
suggestion or motivation, either in the references themselves, or in the knowledge generally 
available to one of ordinary skill in the art, to modify the reference or to combine reference 
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teachings. See MPEP 2143.01 citing In re Rouffet, 149 F.3d 1350, 1357 (Fed. Cir. 1998). The 
level of skill in the art cannot be relied upon to provide the suggestion to combine references. 
See MPEP 2143.01 citing Al-Site Corp. v. VSI Int'l Inc., 174 F.3d 1308 (Fed. Cir. 1999). In 
determining the propriety of the Patent Office case for obviousness in the first instance, it is 
necessary to ascertain whether or not the reference teachings would appear to be sufficient for 
one of ordinary skill in the relevant art having the reference before him to make the proposed 
substitution, combination, or other modification. See MPEP 2143.01 citing In re Linter, 438 
F.2d 1013, 1016 (CCPA 1972). The mere fact that the references can be combined or modified 
does not render the resultant combination obvious unless the prior art also suggests the 
desirability of the combination. See MPEP 2143.01 citing In re Mills, 916 F.2d 680 (Fed. Cir. 
1990). A statement that the modifications of the prior art to meet the claimed invention would 
have been well within the ordinary skill in the art at the time of the claimed invention was made 
because the references relied upon teach that all the aspects of the claimed invention were 
individually known in the art is not sufficient to establish a prima facie case of obviousness 
without some objective reason to combine the teachings of the references. See MPEP 2143.01 
citing In re Kotzab, 217 F.3d 1365, 1371 (Fed. Cir. 2000). Applicants assert that there is no 
motivation to modify the cited reference to arrive at the claimed invention. 

A statement that the modification of the prior art to meet the claimed discontinuous 
second IR reflective layer would have been well within the ordinary skill in the art at the time of 
the claimed invention was made because the references relied upon teach that all the aspects of 
the claimed invention were individually known in the art is not sufficient to establish a prima 
facie case of obviousness without some objective reason to combine the teachings of the 
references. There is no evidence in the record that a discontinuous second reflective coating 
would have the claimed radiation reflectivity values. In addition, Shiao appears to only teach 
uniform coating coverages, as described above. Thus, there is no suggestion or motivation, 
either in the reference, or in the knowledge generally available to one of ordinary skill in the art, 
to modify the reference as suggested by the Examiner. 
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To establish prima facie obviousness of a claimed invention there must be a reasonable 
expectation of success. The teaching or suggestion to make the claimed combination and the 
reasonable expectation of success must both be found in the prior art, not in applicant's 
disclosure. See MPEP 2143.02 citing In re Vaeck, 947 F.2d 488 (Fed. Cir. 1991). 

The office action provides no evidence of a reasonable expectation of success. 
Applicants assert that there is no reasonable expectation of success that a discontinuous second 
reflective coating would have the claimed radiation reflectivity values. In addition, Shiao 
appears to only teach uniform coating coverages, as described above. 

Accordingly, Applicants respectfully request favorable reconsideration of these 
rejections. 

Inherency 

The office action states that the granule coating processes of both Sloan and Shiao are 
taken as inherently producing incidental voids which would meet the claimed discontinuous 
limitation since they are similar coating processes. Applicants disagree. 

According to MPEP § 21 12(1 V), the fact that a certain result or characteristic may occur 
or be present in the prior art is not sufficient to establish the inherency of that result or 
characteristic. See In re Rijckaert, 9 F.3d 1531, 1534 (Fed. Cir. 1993). To establish inherency, 
the extrinsic evidence must make clear that the missing descriptive matter is necessarily present 
in the thing described in the reference, and that it would be so recognized by persons of ordinary 
skill. Inherency, however, may not be established by probabilities or possibilities. The mere fact 
that a certain thing may result from a given set of circumstances is not sufficient. See MPEP 
2143.02 citing In re Robertson, 169 F.3d 743, 745 (Fed. Cir. 1999). 

As described above, there is ample evidence found in both Sloan and Shiao that the outer 
coating layer is continuous. As described above, modifying Sloan's granules to provide a 
discontinuous second coat would render Slone's granules unsatisfactory for its intended stain 
resistant purpose, and Shiao only describes uniform coating coverage. The fact that 
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discontinuous coatings may occur from a granule coating process is not sufficient to establish 
inherency. An assertion that these references inherently disclose or suggest a discontinuous outer 
layer is based on mere probabilities or possibilities and is in stark contradiction of the express 
teachings of Sloan and Shiao. Applicants assert that a rejection based on discontinuous coating 
inherency is simply impermissible reconstructive hindsight utilizing the pending specification as 
the roadmap. 

Accordingly, Applicants respectfully request favorable reconsideration 



In view of the above, Applicants submits that the pending claims are in condition for 
allowance. Reconsideration is respectfully requested and a Notice of Allowance is earnestly 
solicited. 

It is believed that no additional fee is due; however, in the event a fee is required, please 
charge the fee to Deposit Account No. 13-3723. 



Conclusion 



Respectfully submitted, 



Dated: March 2, 2007 
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